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REMARKS/ARGUMENTS 

Claims 1 to 38 were previously pending and subject to a restriction requirement. 
Claims 1 to 18 are canceled herein without prejudice. Claims 19 to 21, 23, 24, 27, 28, 29, 31 to 
34, 37, and 38 are amended. Claims 39 to 95 are newly presented. 

After entry of these amendments, claims 19 to 95 will be pending. 

Response to the Restriction Requirement 

Without acquiescing to the position of the Examiner, the Applicants elect subject 
Group I (i.e., R is substituted or unsubstituted biphenyl). 

As required, Applicants further elect the species of compound, N-cyclohexyl 3- 
carboxamido biphenyl-3-yl carbamate. 

Support for the Amendments to the Claims 

Claims 19 and 34 were amended to set forth that R is a substituted or unsubstituted meta- 
biphenyl. The amendment accords with the election of biphenyl in response to the restriction 
requirement. Support for the further recital of "meta-biphenyl" is found inter alia in the 
specification in the last sentence of paragraph 104 (page 25, first two lines; table 5 and paragraph 
280). These base claims were further amended to set forth the number of biphenyl substituents. 
Support for this subject matter is found at paragraph 104 at p. 24, at lines 1 1 to 12, These base 
claims were further amended to set forth the biphenyl substituents. Support for this subject 
matter is found at paragraph 104 at p. 24, starting at line 18 and further at paragraph 103. at lines 
1 1 to 12. These base claims were further amended to set forth that the R\ or R 2 cycloalkyl 
member was "at least partially saturated" which serves to make clear that the cycloalkyl does not 
include aryl. Support for this recital is found in the definitions of "cycloalkyl" (see paragraph 
97) and "alkyl" (see paragraph 93). These base claims were further amended to set forth that the 
specified Ri or R 2 alkyl member is "straight or branched" support for this subject matter is also 
found at paragraph 93 at line 17 of page 20. These base claims were further amended to set forth 
that Ri and R 2 are not both hydrogen. Support for such subject matter is found inter alia in 
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original claim 5, as well as in the many examples set forth in Table 4. These base claims were 
further amended for stylistic reasons to set forth "or a pharmaceutically acceptable salt thereof 
in place of "and the pharmaceutically acceptable salts thereof." 

Claim 20 was amended to set forth that n is 1. Support for this subject matter can be found inter 
alia in paragraph 107. 

Claim 21 were amended to set forth n is 1, 2, or 3. Support for this subject matter is found in 
paragraph 107. 

Claims 23 and 37 were amended to set forth the Ri member is unsubstituted and to set forth that 
the cycloalkyl is a C3-C8 cycloalkyl. Support is found inter alia in the base claim which sets forth 
that the Rl members can be unsubstituted and in the previous version of the claim insofar as C\- 
Cg cycloalkyl excludes a Ci or C2 cycloalkyl. 

Claim 24 was amended change its dependency to claim 22 and to recite Ri. Support is found 
inter alia in the previous version of the claim. 

Claims 27 and 38 were amended to set forth R t is fully saturated cyclohexyl. Support for this 
subject matter is found inter alia in the previous version of the claim and at page 26, lines 27. 

Claim 28 was amended to recite the Ra substituents as set forth in claim 19. Accordingly, 
support for such subject matter is as set forth for claim 19 above. Claim 28 was further amended 
to change its dependency from canceled claim 10 to claim 27. 

Claim 29 was amended to set forth Ra substituents as recited in claim 19 and further to specify 
their positions as supported by Tables 5 and 6 at pages 72 and 73. 

Claim 31 was amended to depend from claim 21 and set forth Ra Markush group members 
which are supported in the specification at page 26, lines 1 to 12. 

Claim 32 was amended to delete a recital not in conformity with the Applicants' election. 
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Claim 33 was amended to depend from claim 31 and set forth that Rj is H and R 2 is C 3 - 
C 8 cycloalkyl. Support for this subject matter is found in the specification at paragraphs 109 and 
110 and original claims 5 and 6. 

Claim 34 (discussed with claim 19 above). 

Claim 37 (discussed with claim 23 above). 

Claim 38 (discussed with claim 27 above). 

The remainder of the claims are newly presented. 

Claims 39 to 60 are new pharmaceutical composition claims: 

New claim 39 finds support as set forth for claim 29 above. 

New claim 40 depends from claim 39 and sets forth the location and substituents for the biphenyl 
ring. Support for such substituents is found in the specification in paragraphs 1 19 and 120, and 
Tables 5 and 6 at pages 72 and 73. 

Claim 41 depends from claim 40 and sets forth the R 2 Markush group of amended claim 19 
except for hydrogen. Support is found as for claim 40. 

Claim 42 depends from claim 41 and sets forth a more limited Ra Markush group than its 
intervening claim 40. Support is as set forth for claim 40, see page 28, lines 10 -15. 

Claim 43 depends from claim 42 and sets forth that Rj is hydrogen and the alkyl isomers of the 
R 2 Markush group. Support for this subject matter is found at paragraphs 93 (p. 20, lines 23 to 
24) and paragraph 109. 

Claim 44 depends from claim 43 and sets forth two members of the R 2 Markush group of claim 
43. Support is as set forth for claim 42 above. 
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Claim 45 depends from claim 43 and sets forth species of the R 2 Markush group. Support for 
species is found in the specification at paragraph 93, lines 23 to 25. 

Claim 46 depends from claim 44 and sets forth R 2 is a fully saturated cycloalkyl. Support for 
this subject matter is found in claim 42 and in the specification at paragraph 93, line 18 and at 
paragraph 97, line 26. 

Claim 47 depends from claim 41 and sets forth that at least one of Ri and R 2 is hydrogen. 
Support is found inter alia in original claim 5. 

Claims 48 sets forth Rai members as shown in Table 5. 

Claim 49 depends from claim 40 and sets forth a meta-substituted meta biphenyl carbamate. 
Support for this subject matter is found in Table 1, Table 5, Table 6 and paragraph 283 at p. 71 . 

Claim 50 depends from claim 49 and sets forth Ra substituents from Table 5. 

Claim 51 depends from claim 21 sets forth that there is at least one Ra substituent and that 
substituent is located at the meta position. Support for this subject matter is found inter alia in 
Tables 5 and 6, and paragraph 283. 

New claim 52 depends from claim 39 and sets forth n is 2. Support for this subject matter is 
found in the specification inter alia at paragraph 107. 

New claim 53 depends from claim 19 and sets forth a reduced set of the Ri/R 2 Markush group 
members with the proviso that Rj and R 2 are not both hydrogen. Support for this subject matter 
is found inter alia in Table 1 and in original claim 5. 

New claim 54 is an independent claim which sets forth that the biphenyl is substituted or 
unsubstituted and sets forth a limited set of the R\ and R 2 Markush members set forth in original 
claim 19. Support for this subject matter is found inter alia in original claim 19.. 
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New claim 55 depends from claim 54 and sets forth that X is O and Q is O and R is unsubstituted 
meta biphenyl. Support is found inter alia in paragraph 123 and 280. 

New claim 56 depends from claim 55 and sets forth that at least one of Ri and R 2 is H. This 
subject matter is supported inter alia by original claim 5. 

New claim 56 depends from claim 56 and sets forth that one of Ri and R 2 is hydrogen. Support 
for this subject matter is found inter alia in original claim 5. 

New claims 57 to 60 depend directly or indirectly from claim 56 and set forth a more limited Ri 
Markush group. Support is found inter alia as set forth for claim 54 and the specification at 
paragraph 110, 97, and 93. 

New claims 61 to 68 are methods claims. 

New claim 61 depends from claim 34 and sets forth a compound for which support is found as 
set forth above for claim 32. 

New claim 62 depends from claim 34 and sets forth compound subject matter which finds 
support as set forth for claim 21. 

New claim 63 depends from claim 62 and sets forth compound subject matter which finds 
support as set forth for claim 40. 

New claim 64 depends from claim 63 sets forth compound subject matter which finds support as 
set forth for claim 41 . 

New independent claim 65 sets forth compound subject matter which finds support as set forth 
for claim 54. 

New claim 66 depends from claim 65 and sets forth compound subject matter which finds 
support as set forth for claim 46. 
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New claim 67 depends from claim 66 and sets forth compound subject matter which finds 
support as set forth for claim 48. 

New claim 68 depends from claim 67 and sets forth R is unsubstituted metabiphenyl. 
New claims 69 to 95 are compound claims. 

Support for these claims is according to the following table: 



Compound claim 


Support is found as set forth for 
claim 


69 


19 


70 


40 


71 


41 


72 


42 


73 


43 


74 


44 


75 


45 


76 


46 


77 


47 


78 


48 


79 


49 


80 


50 


81 


71 


82 


52 


83 


54 


84 


55 


85 


56 


86 


57 


87 


58 


88 


59 


89 


60 


90 


61 


91 


62 


92 to 95 


original claims 1 5 to 1 6 



In view of the above, the Applicants believe the amendments to the claims 
introduce no new matter and respectfully request their entry. 
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PATENT 



CONCLUSION 



In view of the foregoing, Applicants believe all claims now pending in this 



Application are in condition for allowance. The issuance of a formal Notice of Allowance at an 
early date is respectfully requested. 



If the Examiner believes a telephone conference would expedite prosecution of 



this application, please telephone the undersigned at 925-472-5000. 



TOWNS END and TOWNSEND and CREW LLP 

Two Embarcadero Center, Eighth Floor 

San Francisco, California 941 1 1-3834 

Tel: 925-472-5000 

Fax:415-576-0300 

Attachments 

FJM:kar 



Respectfully submitted, 




rfank J. Mycroft 
Reg. No. 46,946 
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